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DETAILED ACTION 
Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). Tlie drawings must sliow 
every feature of the invention specified in the claims. Therefore, the features of the 
generator including an electromagnetlcally active material, wherein strain being 
produced in the electromagnetlcally active material in response to displacement of the 
vibrating assembly, and the generator further including a magnet and coil, and wherein 
relative displacement between the magnet and coil produces electricity in the coll in 
response to displacement of the vibrating assembly as recited in claims 74 and 79, or a 
housing which is displaced in response to displacement of the vibrating assembly, 
wherein the housing contains a magnet and a coil, and wherein relative displacement 
between the magnet and coil produces electricity in the coll in response to displacement 
of the housing as recited in claim 80, or first and second magnets, and a coil, wherein 
relative displacement between the first magnet and the coil is produced in response to 
displacement of the vibrating assembly, and wherein magnetic fields produced by the 
first and second magnets bias against relative displacement between the first and 
second magnets as recited in claim 81 , or a magnet and coil, and wherein relative 
rotation between the magnet and coil is produced in response to displacement of the 
vibrating assembly as recited in claim 82, must be shown or the feature(s) canceled 
from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 



Application/Control Number: 10/825,350 Page 3 

Art Unit: 2834 

replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and infomied of any required connective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C, 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most neariy connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 74-82 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The features of the generator including an electromagnetically active 
material, wherein strain being produced In the electromagnetically active material in 
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response to displacement of the vibrating assembly, and the generator further including 
a magnet and coil, and wherein relative displacement between the magnet and coil 
produces electricity in the coil in response to displacement of the vibrating assembly as 
recited in claims 74 and 79, or a housing which is displaced in response to 
displacement of the vibrating assembly, wherein the housing contains a magnet and a 
coil, and wherein relative displacement between the magnet and coil produces 
electricity in the coil in response to displacement of the housing as recited in claim 80, 
or first and second magnets, and a coil, wherein relative displacement between the first 
magnet and the coil is produced in response to displacement of the vibrating assembly, 
and wherein magnetic fields produced by the first and second magnets bias against 
relative displacement between the first and second magnets as recited in claim 81 , or a 
magnet and coil, and wherein relative rotation between the magnet and coil is produced 
in response to displacement of the vibrating assembly as recited in claim 82, are not 
supported neither by the specification nor the drawings and seems to contradict one 
each other. 

Claim Rejections ■ 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 60, 62-64, 74, 79 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Tubel et al. (US 5,839,508). 
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Tubel et al. disclose in Figure 3 invention as claimed: a vibrating assembly 72 
which displaces in response to fluid flow across the vibrating assembly, and a generator 
78 which generates electrical power in response to displacement of the vibrating 
assembly, wherein the vibrating assembly includes a lift reversal device which produces 
alternating lift coefficients in the vibrating assembly in response to the fluid flow across 
the vibrating assembly, magnet and coil, and wherein relative displacement between the 
magnet 72 and coil 78 produces electricity in the coil in response to displacement of the 
vibrating assembly. 

Re claim 74, Tubel et al. disclose in Figure 4A the generator which generates 
electrical power in response to displacement of the vibrating assembly 82, wherein the 
generator includes a magnet 84 and coil 86, 88, and wherein relative displacement 
between the magnet and produces electricity in the coil in response to displacement of 
the vibrating assembly. 

6. Claims 69, 72, and 73 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Russel et al. (US 3,970,877). 

Russel et al. disclose invention as claimed: a vibrating assembly 1 1 which 
displaces in response to fluid flow across the vibrating assembly in a wellbore, and a 
generator 10 which generates electrical power in response to displacement of the 
vibrating assembly, wherein the generator includes a piezoelectric material. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 83 is rejected under 35 U.S.C. 103(a) as being unpatentable over Russel 
et al. (US 3,970.877) in view of Kolm et al. (US 4,387,318). 

Russel et al. disclose the system essentially as claimed. However, Russel et al. 
do not disclose the vibrating assembly includes a lift reversal device, which produces 
alternating lift coefficients in the vibrating assembly in response to the fluid flow across 
the vibrating assembly. 

Kolm et al. disclose a vibrating assembly 16 which displaces in response to fluid 
flow across the vibrating assembly, and a generator 12 which generates electrical 
power in response to displacement of the vibrating assembly, wherein the vibrating 
assembly includes a lift reversal device which produces alternating lift coefficients in the 
vibrating assembly in response to the fluid flow across the vibrating assembly. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to the system as taught by Russel et al. and to provide the vibrating 
assembly includes a lift reversal device as taught by B for the purpose of assuring 
sufficient deformation of the piezoelectric material generating electric power. 

9. Claim 70. 71 , 73 and 87 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Russel et al. (US 3,970,877). 

Russel et al. disclose the claimed invention except for Describe difference and 
press the electromagnetically active material. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to replace the piezoelectric 
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material with the well known in the art electromagnetically active material, since it has 
been held to be within the general skill of a worker in the art to select a known material 
on the basis of its suitability for the intended use as a matter of obvious design choice. 
In re Leshin, 125 USPQ 416. Moreover, since applicant has not disclosed that 
electromagnetically active material solves any stated problem or is for any particular 
purpose and it appears that the invention would perform equally well with the 
piezoelectric material. 

Re claim 70, the coil producing electricity in response to strain produced in the 
electromagnetically active material is inherent to electric generators using such 
materials. 

Double Patenting 

10. Claim 79 is objected to under 37 CFR 1 .75 as being a substantial duplicate of 
claim 74. When two claims in an application are duplicates or else are so close in 
content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). 

Allowable Subject Matter 

1 1 . Claims 1-1 5, 37-59, 65-68, and 84-86 are allowed. 

Response to Arguments 

12. The indicated allowability of claims 70, 71 , 73-82 is withdrawn. See rejections 
above. 
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13. Applicant's arguments filed January 30, 2006 have been fully considered but they 
are not persuasive. 

Examiner respectfully traverses applicants' argument regarding the Tubel 
reference describing the propeller-shaped magnet 72 as rotating in lieu of the claim 
recited vibrating motion. Examiner directs applicant's attention to column 8, line 37 
where Tubel indicates that the magnet reed 72 rotates or oscillates as a result of 
medium flow in the channel. The 1984 issue of Webster's II New Riverside University 
Dictionary defines "oscillate" as to swing on and back. The dictionary also defines term 
"vibrate" as to move back and forth. Therefore the magnet 72 reads on the claim 
language and the rejection is appropriate. 

14. Applicant's arguments with respect to claims 7, 9, 11-13, 34, 35, 61 , 70, 71 and 
73-82 have been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Waks whose telephone number is (571) 272- 
2037. The examiner can normally be reached on Monday through Thursday 8 am to 5 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Darren E. Schuberg can be reached on (571) 272-2044. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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